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DECLARATION OF DR. MITCHELL SWARTZ 

I Mitchell R Swartz, declare that I am a citizen of the United States of America 
and the inventor of the invention described in the above-entitled application. 

1 I have a background in electrical engineering, material science, 
electrochemistry, and medicine, and have worked in this field for more than a decade 
and have worked on experimental projects at the Massachusetts Institute of 
Technology, Massachusetts General Hospital and elsewhere. 

2 I received the Office's notification dated March 31, 2004. (cover as Exhibit 
"A" attached), which is stamped and unsigned by Michael Carone and the 

Said office communication purports that there are errors in the Appeal Bnef dated 
January 4, 2004, however, analysis reveals that it is not I, but the Office, which has 
made a series of errors with respect to these matters. 

3 The independent claims have been fully discussed in the Arguments section, 
and there is a specific reason why EACH independent claim is present. The citations 
were given in my previous Notification, 

" it is exDlicitlv discussed on page 22 of the Argument section for 35 U.S.C. 

for 35 U.S.C 102, and then on page 127 of the Argument section for 35 U.S.C. 



101." 
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4. In careful detail, I demonstrated that fa* d«ms w ere correctly identified. The 

Appeal Brief says: "73 all Claims 1-10, 12-19, 21, and 22 rejected under 35 U.S.C. 

112 " below a heading of "ARGUMENT REGARDING 35 USC §112 SECOND 
PARAGRAPH". Therefore, the questions is "Were claims 1-10, 12-19, 21, and 22 
rejected under 35 U.S.C. 112 second paragraph?". Exhibit "B" in the last 
communication was presented to show the Examiner previously wrote that "claims 
1-10, 12-19, 21, and 22 rejected under 35 U.S.C. 112 second paragraph" in his 
rejection on page 27. Therefore, as the Examiner knows, in fact, the claims were 
stated correctly AND that I responded, but the Examiner did not. 

5. My October 22, 2002 missive to the Examiner (before Final), on pages 10 and 
100, and others, made deletion of the word "active". This is shown on page 100 
[Exhibit "B"] and is shown that it was discussed on page 10, in response to the 
Examiner's comments and requests. 

6. 1 took the time to respond to the Examiner previously and wrote , 
"Appellant thanks the Examiner for this careful detail, but the Appellant 
notes that Dr. Mallove's quotes from Appendix B were cited in context on 
pages 28 through 29 and 129 through 130 in the Appeal Brief. Perhaps the 
Examiner missed this, and therefore, the Appellant has corrected this for the 
Examiner." . 
I requested to know the substantive precise reason, scientific basis, or authority 

which allows the Examiner to dismiss this Argument by the Applicant without citation, 

analysis, or substantive response. There has been none. 

7. The Office's Communication inaccurately states there continue to be purported 
"deficiencies". The Examiner is incorrect. Any and all purported deficiencies made 
by the Examiner in the previous communication were addressed and corrected as was 
discussed in my previous Notice and the present Response. 



Mitchell R. Swartz, ScD, MD 



I declare that all statements herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true. 



Signature of Inventor: 

April 21, 2004 Mitchell R. Swartz, ^cD, MD, EE 

Weston, Mass. 02493 
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IN THE UNTIED STATES PATENT AND TRADEMARK OFFICE 



IN RE TEE APPLICATION OF: ' PAPER: 13 

Inventor : Mitchell R. Swartz ' Group Art Unit: 3641 

Serial no. 09/ 750,765 - Examiner Mr. Palabrica, RJ. 

Filed: 12/28/00 

For METHOD AND APPARATUS 

TO CONTROL ISOTOPIC FUEL 

LOADED WITHIN A MATERIAL 
This is a continuation of Serial no. 07/ 760,970 

Filed: 09/17/1991 . 

October 22, 2002 



ApplkantVResponse-To ■ . 
The Commimicatioii Of 7/22/02 

To Whom it Does Concern: 

AMENDMENTS OF CLAIMS AND SPECIFICATION 
In response to the Office communication dated 7/22/02 (cover as Exhibit A, 
attached), please amend the above-identified application as follows: 

la The Specification 

hi response to the Office action of 7/22/02, please amemnd the above-dentif ed 
aplication as follows, in response to, and to fully and completely comply with, the 
Examiner. • 

0 

Please add to the U.S. PATENT DOCUMENTS on page 3 the Mowing 
additional references. 

-08/406,457 03/20/1995 -Swartz, M. 
09/573,381 05/19/2000 Swartz, M. — 
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- COMMENTS ON THE AMENDMENTS AND REMARKS 

9. For the convenience o£ and at the'request ofj the Examiner, the 
Amendments also appended. 

In all cases of amendment, there is no »new material added The changes were 
only made in response to the comments of the Examiner, the wording and scope Of 
the changes main tains the wording and scope of the original disclosure. The new 
claims and amendments are strictly composed of the language of the specifications 
and claims of the original disclosure. In each case, wording and scope of the 
ari'riitinn maintains the wording and scope of the original disclosure. 

10. Based upon the Examiner's comments the claims of record have been 
rewritten and amended as new claims 1-10, 12-19, 21 and 22 which fully and 
completely distinguish the invention over the cited references. These claims . 
respectfully are submitted and are patentable over the cited references because: 

i) the claims recite novel structure and thus are -distinguished pnysicaliy over 
every reference [Sec. 102], and >\* . 

ii) said physical distinction effects new and unexpected results, thereby 
indicating that said physical distinction is unobvious [Sec. 1 03] . 

765 teaches a two-stage process involving loading of hydrogen into a metal 
electrode such as palladium, and extraction of product using an inhomogeneous 
magnetic field intensity. Applicant taught using a first stage of electrode loading, 
followed by, a second stage of sudden rapid ("catastrophic") flow of the loaded 
hydrogen within the metal. Applicant taught in the original specification and claims 
how this apparatus works and presented objective detailed evidence, of the 
invention. The first stage is the electrode loading, and then, in the second stage a 
rapid ("catastrophic") flow of hydrogen results within the metal. After the initial 
loading, said flow (or flux) of hydrogen takes place (pages 1546,19=22,28,33-34; 
S.N.07/760,970) until the previously-loaded palladium is spent of its deuterons or 
the material is otherwise damaged. 
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Claim 4 has been amended as follows: 

4. (Amended) In a process using an isotopic fiiel loaded into a material, a two-stage 
method for controlling the loading which includes in combination: 
supplying said isotopic fuel into said material, 

providing means for loading said isotopic fuel into said materia l to saturate) said 
material , 

then providing means for producing a change in the activ e quantity of said 
isotopic fuel within said material, 

creating thereby a catastrophic diffusion flux of said isotopic fuel within said 
material. 

4. (Corrected) In a process using an isotopic fuel loaded into a material, a two-stage 
method for controlling the loading which includes in combination: 
loading said isotopic fuel into said material, 

then providing means for producing a change in the quantity of said isotopic fuel 
within said material, 

creating thereby a catastrophic diffusion flux of said isotopic fuel within said 
material. 

Claim 6 has been amended as follows: 

6. (Amended) A method as in claim 4 wherein second material loaded. isotopic fuel 
is a member of the group consisting of deuterium or deuterons. . 
6. (Corrected) A method as in claim 4 wherein loaded isotopic fuel is a member of 
the group consisting of deuterium or deuterons. 

Claim 8 has been amended as follows: 

8. (Amended) A method as in claim 4, where the said means to produce a change in 
the ae^¥© quantity of said isotopic fuel within said material is by a change in 
temperature of said material. 

Claim 12 has been amended as follows: 

12. (Amended) A method as in claim 10 wherein said means of removing said 
product utilizes an applied spatially inhomogeneous magnetic field. 
12. (Corrected) A method as in claim 10 wherein said means of removing said 
product utilizes an applied spatially inhomogeneous magnetic field. 
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Claim 13 has been amended as follows: 

13 . (Amended) An apparatus to produce 'a product using a material loaded with 
an isotopic fuel, which includes in combination: 

means to supply said isotopic fuel to said material, 

means to load said isotopic fuel into said material to saturate said material, 

means to produce a change in the active quantity of said isotopic fuel within 
said material, 

means thereby to produce a catastrophic diffusion flux of said isotopic. fuel 
within said material, 

means thereby to produce said product. 

13. (Corrected) An apparatus to produce a product using a material loaded 
with an isotopic fuel, which includes in combination: 

means to load said isotopic fuel into said material, 

means to produce a change in the quantity of said isotopic fuel within said 
material, , 

means to produce a catastrophic diffusion flux of said isotopic fuel within said 
material, 

means thereby to produce said product. 
Claim 19 has been amended as follows: 

19. (Amended) An apparatus as in claim 13 wherein the means produce a change in 
the active quantity of said isotopic fuel within said material is by a change in 
temperature. 

19. (Corrected) An apparatus as in claim 13 wherein the means produce a change in 
the quantity of said isotopic fuel within said material is by a change in temperature. 

Claims 21 and 22 have been added as follows: 

21 . A method as in claim 1, where the additional step is taken of removing said 
product produced. 

22. A method as in claim 21 wherein said means of removing said product utilizes 
an applied spatially inhomogeneous magnetic field. 



